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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 
i> This action is in response to Applicant's arguments. Claims 4, 7, 10-12, 21, 22, 29 and 30 
are presented for further examination. 



2> This is a final rejection. 

Response to Arguments 
L Response to Applicant's arguments 

Applicant argues in substance that: (A) Capps fails to disclose automatically 
analyzing a digital image media file at a first party for determining if a portion of said at 
least one digital image file matches an image content identifier; and (B) there is no 
motivation to combine the references. Applicant's arguments have been considered but are 
not are persuasive for the following reasons. 

A. Capps discloses the functionality of the image content identifier as claimed 

As set forth by Applicant, the claims must be read in view of the specification. See 
Phillips v. AWH Corp., 415 F.3d 1303, 1315 (Fed. Cir. 2005). The specification is "usually. ..the 
single best guide to the meaning of a disputed term." Id. 

Here, the disputed term is an "image content identifier". According to Applicant's 
specification, an image content identifier is merely a feature selected from a digital image. 
Applicant's specification, pg. 6, lines 10-11. In some embodiments, Applicant contemplates 
that an icon of a person's face serves as the image content identifier. Applicant's 
specification, pg. 14, lines 5-10. In this regard, Capps discloses a feature of identifying 
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characteristics of a person or persons from a digital image and then comparing these 
characteristics to information from a database [0009, 0010]. Capps discloses that the 
characteristics used for comparison can be generated from facial recognition software [0052]. 

In other words, Capps analyzes a digital image file and determines whether a person 
is located within the image based on comparing what is found in the picture with 
characteristics stored in a database, such as a person's face. The characteristics of the person 
are analogous to Applicant's claimed image content identifier because the characteristics are 
generated from features of a image file (from facial recognition software) [0052]. 
Additionally, Capps contemplates that the characteristics of a person can be any feature in 
the digital image [0052]. 

Applicant's position is further undercut by the fact that Applicant's specification also 
relies upon facial recognition software to generate image content identifiers. Applicant's 
specification, pg. 13, line 19 to pg. 14, line 4. This disclosure of the creation image content 
identifier is similar to the process utilized by Capps to generate the characteristics of a person 
by which he is identified in a picture. Thus, while Capps does not expressly disclose the 
exact term "image content identifier", Capps's characteristics of a person that are used to 
identify a person in an image is clearly analogous in functionality to Applicant's image 
content identifier. Capps further discloses that an electronic address is associated with these 
characteristics, which enable transmitting the digital file to the identified person [0005, 0021, 
0062]. 

In addition, Applicant dismisses Goldberg as merely teaching facial identifier 
functionality. This is clearly relevant to Applicant's image content identifier, who discloses 
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using facial recognition software to create image content identifiers. Indeed, Goldberg 

expressly discloses the creation of an identifier based on the facial identifier functionality. 

The combination of Capps and Goldberg clearly disclose image content identifier with an 

associated electronic address as claimed. 

B. There is a clear motivation to combine the prior art references because there is 
an expected beneficial result produced by such a combination 

Specifically, Applicant argues that Goldberg fails to provide a suggestion to be 
combined with an apparatus for annotating an image as described in Lloyd-Jones. Applicant 
also argues that Lloyd-Jones fails to provide a suggestion to be combined with a system for 
recognizing a patron's face as described in Goldberg. However, "[tjhere are three possible 
sources for a motivation to combine references: the nature of the problem to be solved, the 
teachings of the prior art, and the knowledge of persons of ordinary skill in the art." In re 
Rouffet t 149 F.3d 1350, 1357 (Fed. Cir. 1998). The strongest rationale for combining references 
is a recognition, expressly or impliedly in the prior art or drawn from a convincing line of 
reasoning based on established scientific principles or legal precedent, that some advantage or 
expected beneficial result would have been produced by their combination. In re Sernaker, 
702 F.2d 989, 994-95 (Fed. Cir. 1983). It is clear that the motivation to combine references does 
not need to come only from the references themselves. 

Applicant's arguments are not persuasive for two reasons. First, Applicant's analysis 
of the combination of references is misplaced. The Goldberg and Lloyd-Jones references were 
combined with the primary reference, Capps. In other words, Capps' system is being 
modified in light of Goldberg and Lloyd-Jones. Thus, there must be proper motivation to 
combine the teachings of Goldberg and Lloyd-Jones with Capps' system. 
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Second, the motivation to combine comes from knowledge of persons of ordinary 
skill in the art and from the clear expectation that such a combination would provide a 
beneficial result. As would be clear to one of ordinary skill in the art, both Goldberg and 
Lloyd-Jones would improve Capps* invention. For example, with respect to the combination 
of Goldberg and Capps, both references are directed towards providing a system for 
recognizing a person's face in an image using facial recognition software [see Capps, 0052 & 
Goldberg, 0142-0144]. Goldberg teaches what is obvious in Capps, that the use of facial 
recognition software requires an identifier for each person that is recognized. This identifier 
is analogous to Applicant's claimed image content identifier. 

With respect to the Capps and Lloyd-Jones combination, Lloyd-Jones was relied upon 
for the teaching of automatically forwarding an image from a first party to an electronic 
address of a second party. Like Goldberg, Lloyd-Jones explicitly teaches what was already 
obvious in Capps. Capps discloses an action button process enabling communications such as 
forwarding of the image to a second party [0066]. Lloyd-Jones expressly discloses 
automatically forwarding an image from a first party to an electronic address of a second 
party [0039]. This feature improves Capps because such functionality allows multiple images 
associated with a second party to be sent more easily [see Lloyd-Jones, 0005]. 

II. Conclusion 

For the foregoing reasons, Applicant's arguments are not persuasive. The claim 
rejections set forth in the previous action, filed 3.27.2006, are maintained. 



Application/Control Number: 09/891,751 
Art Unit: 2152 



Page 6 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

3> The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

4> Claims 4, 7, 10, 12, 20-22 and 29-30 are rejected under 35 U.S.C § 103(a) as being 
unpatentable over Capps, U.S Patent Publication No. 2002)0111813 ["Capps"], in view of 
Lloyd-Jones, U.S Patent Publication No. 2002I0055955 ["Lloyd-Jones"], in further view of 
Goldberg, U.S Patent Publication 2004I0008872. 

5> As to claims 4, 7, 10, 12, 20-22 and 29-30, see response above and rejections set forth in 
Non-final rejection, filed 3.27.2006 and Final Rejection, filed 8.9.2005. 

6> Claim 11 is rejected under 35 U.S.C § 103(a) as being unpatentable over Capps, Lloyd- 
Jones and Goldberg, in view of Davis et al, U.S Patent Publication 2002/0001395 ["Davis"]. 

7> As to claim n, see response above and rejections set forth in Final Rejection, filed 
8.9.2005. 



/ 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dohm Chankong whose telephone number is 571.272.3942. 
The examiner can normally be reached on Monday-Thursday [7:30 AM to 4:30 PM]. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on 571.272.3913. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. 



DC 



